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Rogers, Adm nistrative Trademark Judge:

The University of South Carolina (applicant) has
applied to register a stylized version of the interlocking
letters SC, as illustrated below. Registration is sought in
International Cass 25 for goods identified as “clothing;

nanmel y, hats, baseball uniforns, t-shirts and shorts.”
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The University of Southern California (opposer) has
opposed i ssuance of a registration to applicant, relying in
its notice of opposition on its ownership of registration
no. 1,844,953 for the mark SC (in typed form i.e., devoid
of any formof stylization). Opposer’s SC nmark is
registered in four classes, including International C ass 25
for goods identified as “sweatshirts and T-shirts, all goods
being offered and sold at university-controlled outlets.”
The registration issued July 12, 1994.

Applicant’s mark was published for opposition on My
18, 1999. (pposer obtai ned extensions of tinme to oppose
totaling nearly three years, the vast ngjority with consent
of applicant, while the parties attenpted to settle their
differences. Unable to reach an ami cable settlenment with
applicant, opposer filed its notice of opposition on May 3,
2002.

Applicant tinmely filed an answer and counterclainm and
qui ckly thereafter filed an amended counterclaim The Board
accepted the anended counterclaim as a matter of course, in
view of its filing prior to any answer to the original
counterclaim Opposer noved to dism ss the counterclaim
under Fed. R GCv. P. 12(b)(6). The Board noted opposer’s
reliance on materials outside the pleadings and i nforned the
parties that the notion would be treated as a notion for

summary judgnent. Each party was provided the opportunity
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for supplenental briefing, in view of the Board’ s decision
to treat the notion as one under Fed. R Cv. P. 56. W now
address the notion for summary judgnent and, prelimnarily,

i ssues related thereto which have arisen as a result of the
briefing of the notion.

Each party has, to sone extent, conpl ai ned about the
evidentiary proffers of the other. Suffice it to say that
when material that may be introduced at trial by Notice of
Reliance is proffered in support of or in oppositionto a
notion for sunmary judgnent, it need not be introduced by
such a notice to be considered in conjunction with the
notion for summary judgnent. Mere attachnment of such
material to the notion or response brief is sufficient. W
al so note that the Board does not take judicial notice of
Pat ent and Trademark O fice records. Beech Aircraft Corp.

v. Lightning Aircraft Co., 1 USPQd 1290 (TTAB 1986) and
Cities Service Co. v. W/ of Anerica, Inc., 199 USPQ 493
(TTAB 1978). Finally, while many of the parties’ argunents
go to the probative value of particular subm ssions, the
Board will not strike or refuse to consider materials nerely
because they are devoid of substantial probative weight.

Bot h opposer’s original notion to dismss and its reply
brief offered in further support of the notion are broken
out into a “notion” and an acconpanyi ng “request” that the

Board (1) take “official [i.e., judicial] notice” and (2)
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consider copies of “itens already of record.” As noted
above, a party noving for sunmary judgnent need not i ncl ude
a notice of reliance when submtting itens in support of its
notion. Mreover, even if such a notice were required, it
shoul d not serve as a vehicle for submtting a request to
take judicial notice of other itens that would not be
adm ssible at trial by such a notice. Rather, any request
that the Board take judicial notice of particular itens, and
the argunents offered in support of the nmerit in doing so,
shoul d be included in the noving party’s brief. 1Including
such argunents in an unnecessary filing smacks of an attenpt
to avoid the page limts on briefing a notion.* Finally, it
IS never necessary--at trial or on a notion for sumrary
judgnent--to submt copies of itens which are specified by
the trademark rul es of practice to be considered “of
record,” such as the contents of the involved application
file.

Appl i cant noved to strike opposer’s reply brief and the
associ ated “request for official notice and subm ssion of
itens already of record,” or, in the alternative, for |eave

to file a surreply. Wile applicant asserted that opposer

Y'In particular, the “request for official notice and subnission
of itens already of record” that acconpani ed opposer’s reply
brief on the notion to dismiss, clearly includes argunent that
shoul d be included in the reply brief itself. Wre any of this
argunment counted against the page linmt for a reply brief, the
“request” and reply brief would exceed the page Iimt for a reply
brief.
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had engaged in an “egregious attenpt to submt pages of new
material,” rather than limt its reply to addressing
applicant’s response to opposer’s notion, applicant did not
specifically argue that opposer’s subm ssions, taken

toget her, exceeded the page limtation for a reply brief.

| nstead, applicant essentially argued that the reply shoul d
not be consi dered because it rehashes argunents nade in
opposer’s original notion and relies on new evidence that is
i nproper to submt with a reply brief.

When the parties were informed by the Board that
opposer’s notion to dism ss would be treated as a notion for
summary judgnent, the Board noted that opposer had filed
vari ous exhibits and that they woul d be considered. 2
Mor eover, the Board all owed applicant the opportunity to
suppl enent its response to opposer’s notion w th additional
material and all owed opposer tine to file a suppl enent al
reply brief. Inplicit in the ternms of such order is a
determ nation that opposer’s reply brief and the materi al
submtted in tandemtherewith woul d be considered. Thus, we
consider applicant’s notion to strike to have been
effectively denied, and we decline to revisit that earlier

interlocutory determnation. |Insofar as the notion to

2 Sonme of the exhibits were submtted with the original notion to
di sm ss and sone were submtted with the reply brief, in an
attenpt to overcone objections raised by applicant to the

subm ssi ons that acconpanied the original notion.



Qpposi tion No. 91125615

strike included an alternative notion for leave to file a
surreply, and to the extent the prior interlocutory ruling
did not rule onit, we deny the alternative request.
Trademark Rule 2.127(a) prohibits the filing of surreplies.

Applicant tinmely filed its additional response and
exhibits to opposer’s constructive notion for sunmmary
judgnent. Opposer then tinely filed its supplenental reply
brief. However, opposer’s supplenental reply brief, even
W thout resort to the acconpanying “notice of reliance” and
“affidavit of Mandy Robertson-Bora” exceeds the page limt
for a reply brief. See Trademark Rule 2.127(a).

Accordi ngly, we have not consi dered opposer’s suppl enent al
reply brief and its acconpanying subm ssions. Finally, we
have not considered the surreply filed by applicant in
response to opposer’s supplenental reply brief, because we
have not considered the supplenental reply brief and, even
if we had considered it, we would not consider a prohibited
surreply.

In sum then, to decide opposer’s constructive notion
for summary judgnent on applicant’s counterclaim we have
considered the original notion and acconpanyi ng subm ssi ons,
t he response and acconpanyi ng subm ssions, the reply and
acconpanyi ng subm ssions, and applicant’s additional
response filed after it was infornmed that the notion to

dism ss would be treated as a notion for sunmary judgnent.
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Fol | owi ng consideration of these itens, and applicable | aw,
we grant opposer’s notion and dismss the counterclaimfor
the reasons that follow

Applicant’s counterclaimasserts three different
grounds for cancellation of opposer’s pleaded registration.

We consider each in turn.

Qpposer’s Al l eged Fraud on the USPTO

Applicant asserts that the mark regi stered by opposer
was regi stered through opposer’s perpetration of a fraud on
the USPTO. Qpposer’s registration i ssued based on an
intent-to-use [ITU application, after opposer had received
a notice of allowance and filed a statenent of use [SQU.
Wil e the anmended counterclaimitself (specifically,
paragraph 21) is not entirely clear as to what false
representation purportedly was nmade, the parties’ briefing
of opposer’s constructive notion for summary judgnent
i ndi cates nore than one theory supporting the fraud basis
for the counterclaim

Under one theory, applicant appears to believe that
opposer’s statenent, in the ITU application, that it had a
bona fide intent to use the applied-for mark in commerce
subsequently was shown to be fal se, because the statenent of
use asserts actual use of the mark for each class of goods
or services prior to the filing date of the application.

See Response to opposer’s notion to dismss, p. 12 (“This
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statenent [regarding use, in the SQU is fal se because

[ opposer] could not have filed an intent to use application
if it had used the mark in comrerce on all of the goods
identified in the application in 1978 — 12 years earlier.”)
Under anot her theory, applicant is arguing that the
statenent of use is false, because the date of first use
and/or date of first use in commerce set forth by opposer do
not apply to each and every itemin each class of goods.?
See Id. (“Pursuant to 37 CF.R 8 2.88(c), if nore than one
itemof goods is specified in a statenent [of] use,

[ opposer] was under an affirmative duty to identify the
particular itemto which the dates of use applied.”) And
under a third theory, applicant notes that opposer has a
“second application to register the letters *SC for the
sane goods,” that the dates of use set forth in the second
application are “after the date of [the] application” that
matured into the registration that is the subject of
applicant’s counterclaim so that applicant now “believes

that the facts once devel oped through di scovery may

3 Arelated theory which opposer initially believed applicant was
advanci ng as the basis for the fraud ground for the counterclaim
is rooted in an Ofice error. Specifically, though opposer set
forth 1978 as the date of first use in comerce for each class of
goods in its application, when the Ofice issued opposer a
registration, it inadvertently listed 1978 as the date of first
use in comerce for only one of the four classes and |isted 1987
as the date of first use in comerce for the other three classes.
Qpposer apparently never bothered to request a correction of its
registration certificate. Though opposer initially believed this
di screpancy to be at the root of applicant’s fraud allegations,
it is clear that it is not.
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establish that [opposer] did not begin using the letters
“SC in earnest as a trademark until 1993 or 1994.” Id.
Qpposer argues that it filed an intent to use
application because, at the tinme of filing, it had used its
SC mark on sone of the goods in the four covered classes,
but not on all the goods; that it was, when opposer filed
the application, perm ssible for an applicant that had not
used its mark on every itemlisted in an application to file
the entire application under the intent to use provisions of
t he Lanham Act and, after subsequently making use of the
mark on or in connection with all itens, to file an
al l egation of use stating so; that in filing an allegation
of use under such circunstances, it is entirely proper to
assert a date of first use and a date of first use in
commerce for each class that may relate to one or nore, but
not all, goods in the class; and that Trademark Rul e
2.88(c), insofar as it specifies that, when dates of use in
a statenment of use pertain to only one item then the
particular itemto which the dates apply should be
specified, is permssive, not mandatory. |In addition,
opposer argues, in essence, that even if its statenent of
use is considered to include a fal se statenent or
m srepresentation, it was not relied on by the USPTO in
deci ding to approve i ssuance of opposer’s registration.

Specifically, opposer reasons that if there was any concern
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about whether the dates of use applied to all itens in the
application, inquiry could have been nmade of opposer; and
because such inquiry was not made, the USPTO clearly did not
rely on the all eged m sstatenent.

Both of the first two theories for applicant’s fraud
claimare dependent on a particular readi ng of the statenent
of use filed by opposer. Specifically, the statenent of use
nmust be read as asserting that the recited dates of first
use and first use in comrerce were applicable to each and
every itemin the four classes of goods, rather than to just
one or nore itenms (but not all itens) in each class. In
addi tion, applicant urges that how the statenent of use is
to be read is a disputed matter of fact, so that it would be
i nappropriate to enter sunmary judgnment dism ssing the
counterclaim at least insofar as it is based on opposer’s
all eged fraud. Applicant’s reasoning is faulty.

If we assune applicant’s reading of the statenent of
use is correct, notw thstandi ng that opposer asserts the
statenent should not be so read, then applicant’s first
theory of fraud is that applicant’s m srepresentation is
rooted in the allegation, in the original |ITU application,

t hat opposer had a bona fide intention to use when it had,
in fact, already made use for all the goods. O course,
opposer has already pointed out that fromthe Ofice’s point

of view, there is absolutely nothing wong with an applicant

10
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filing under intent to use and |ater asserting use dates

whi ch predate its filing date.* See opposer’s notion to

di sm ss, page 17, footnote 10. Such a practice is, we note,
entirely consistent wwth the ability of an intent-to-use
applicant, in defending an opposition, to attenpt to prevai
on the issue of priority by relying on proof of actual use
prior to its filing date. See Corporate Docunent Services
Inc. v. 1.C E.D. Managenent Inc., 48 USPQ2d 1477, 1479 (TTAB
1998) (“Just as an applicant in a use-based application can
rely, for purposes of priority in a proceeding such as this,
upon use (including use anal ogous to trademark use) prior to
the filing date of its application, or even prior to its

cl aimed use dates, an intent-to-use applicant is entitled to
rely upon actual use, or use anal ogous to trademark use,
prior to the constructive use date of the intent-to-use
application.” Footnote and citation omtted). It would, of
course, be entirely illogical to allow an opposed intent-to-
use applicant to rely on proof of use prior to its filing
date in defending an opposition, dismss an opposition,

i ssue the applicant a notice of allowance, and to |ater
preclude that applicant fromfiling a statenent of use

relying on dates reflective of its actual use.

* pposer has also argued that there is a certain conpelling
logic in the practice, in that any party that has begun using a
mark and is seeking registration of the nmark likely has a bona
fide intention to use the mark. W do not disagree, but the
poi nt has played no role in our decision of the pending notion.

11
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The significance of this is that it denonstrates that
even if opposer had actually used its mark on all its goods
prior to filing for registration under intent to use, rather
than on a claimof actual use, it would not have been
material to the Ofice’s determ nation whether to approve
the application. Thus, the first theory of applicant’s
fraud claimnust fail; we see no set of facts that applicant
could prove in support of the theory that would entitle it
to prevail.

W now turn to the second theory for the fraud basis
for applicant’s counterclaim Under that theory, applicant
does not target the statenment in opposer’s application of
opposer’s bona fide intent to use but, rather, the statenent
of use filed subsequently. Applicant maintains that the
statenent nust be read as asserting use in comrerce for each
and every itemin the various classes, as of the sole date
of first use asserted in the SOU.®> Again, however, even if
we assume applicant’s reading of the statenent is correct,
it would not be material to the Ofice’s decision whether to
approve registration of opposer’s mark. Applicant m sreads

the case law in reaching any contrary concl usi on.

° (pposer concedes that the SOU should be read as asserting the
date of first use (1926) and date of first use in commerce (1978)
applies to each class. Opposer denies that the SOU shoul d be
read as asserting those dates apply to each itemin each cl ass.

12
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The SQU fil ed by opposer clearly includes a statenent,
separate fromthe dates of first use and first use in
commerce, that opposer was using the mark in comrerce on al
the goods at the tine the SOU was filed. Even if opposer
had not used the mark in conmmerce in 1978 for all the goods,
but deliberately crafted a vaguel y-worded SQU to m sl ead the
exam ning attorney into thinking that opposer had done so,
it would not have been material to the decision whether to
approve the mark for registration. Qpposer correctly relies
on the follow ng statenent from Car X Service Systens, Inc.

v. Exxon Corp., 215 USPQ 345, 351 (TTAB 1982): “A

m sstatenment of the date of first use in the application is
not fatal to the securing of a valid registration as |ong as
there has been valid use of the mark prior to the filing
date.” (Citations to supporting authorities omtted.) This
statenment, of course, relates to registrations issuing on
use- based applications. For an |ITU application, there nust
be valid use on all goods prior to the filing of the SOU.
See 37 CF.R 8§ 2.88(c). Applicant’s reading of the sane
case as requiring a different result is m staken.

Appl i cant and opposer di sagree as to whether the
Trademark Rule 2.88 is perm ssive or mandatory in regard to
its direction that an applicant who asserts a date of first
use in comerce specify the itemto which it relates, when

it does not relate to all itens. Even if we assune that

13
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applicant is correct in arguing that the provision is

mandat ory, not perm ssive, we agree with opposer that its
asserted failure to conply with the provision would not have
been material to the determnation of the registrability of
the mark. Applicant has cited no authority to the contrary
and we are not aware that any exists. As with the first
theory underlying the fraud basis for applicant’s
counterclaim we see no set of facts that applicant could
prove in support of the theory that would entitle it to
prevail .

W now turn to the third theory of fraud. Under this
theory, construed liberally, applicant essentially is
targeting the statenent in the SOQU that the opposer’s mark
was, when the SOU was filed, then in use in conmerce on al
of the identified goods. Under this third theory, the date
of first use in commerce for at |east sone of the goods
woul d be after the filing date of the SQU. If this were
proved, it would, indeed, prove fatal to the registration,
for reasons already discussed. However, the only basis for
applicant’s advancenent of this theory stens from
applicant’s observation that opposer filed a separate

application for an SC mark, for the same goods, ® in which

® In fact, the subsequent application includes many nore goods
than the registration applicant seeks to cancel. For the sake of
considering this argunent, it does not nmatter whether the goods
in the subsequent application are precisely the sane or nerely

i ncl ude the goods from opposer’s registration

14
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the asserted date of first use in commerce [specifically,
1994] is after the filing date of the application that

mat ured i nto opposer’s registration. Thus, applicant has
concl uded “di scovery may establish that [opposer] did not
begin using the letters “SC in earnest as a trademark unti
1993 or 1994.” Response to opposer’s notion to dism ss,
page 13.

That the asserted date of first use in conmmerce in the
subsequent application is after the filing date of the
application that resulted in issuance of opposer’s now
chal l enged registration is inmaterial, because it is the
date of filing of the SOU that would be inportant. The SCU
that resulted in issuance of the registration was not filed
until January 20, 1994. Nonethel ess, since the date of
first use in comerce asserted in the subsequent
application, for each class, is nerely 1994, the USPTO woul d
construe that date as Decenber 31, 1994, i.e., a date after
the filing date of the SOU in the earlier application. O
course, in any challenge to the subsequent application or
any registration issuing thereon, opposer would be free to
try and prove use prior to Decenber 31, 1994, including use
prior to January 20, 1994. See Corporate Docunent Services,
supra. |f opposer actually did prove use prior to January
20, 1994, it would underm ne applicant’s third theory of

f raud.

15
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Even if we assune that opposer could not show use of
the stylized mark in its subsequent application until after
January 20, 1994, this would be immterial to any issue
relating to the registered SC (in typed form mark. The
subsequent application deals with the mark in a particul ar
formof interlocking, stylized lettering. |If opposer did
not use the mark SCin that formof lettering until 1994, it
could not have asserted dates of use in commerce that woul d
apply only to other forns of lettering. W see no objective
basis for applicant’s apparent conclusion that, because
opposer did not begin using SCin a particular form of
lettering until sone tinme in 1994 that its existing
regi stration which does not involve a claimof use of that
formof lettering, is sonehow called into question. This
third theory of fraud represents, at best, a vague,
subj ective hope of applicant’s that, during discovery, it
may find sone basis for a fraud claim Even though the | aw
allows for pleading elenents of a fraud claimon information
and belief, we do not believe it permts a fraud claimw th
no objective support to be pursued nerely because an
adversary has, in filing separate applications for different

mar ks, set forth different dates of use.

The C ai m Under Section 2(b) of the Statute
The second basis for applicant’s counterclaimis its

assertion that opposer’s registration of the typed mark SC

16
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constitutes registration of “other insignia” of the state of
South Carolina.” Mich of the material subnitted by the
parties in briefing opposer’s constructive notion for
summary judgnent has been submitted because it is perceived
to have a bearing on applicant’s clains under Section 2(b)
and under Section 2(a), the latter of which is discussed
infra.

In essence, opposer’s notion for sunmary judgnent seeks
to establish, in regard to applicant’s claimunder Section
2(b), that the letters SC alone are not an official insignia
of the state of South Carolina, in contrast to seals, flags,
and other such itens. To support its position, opposer
relies on the registration of various marks consisting of or
containing the letters SC as evidence that the letters al one
cannot constitute an insignia of the state of South
Carolina, or else the referenced registrations would not
have been permtted to i ssue by the USPTO or be allowed to
remain on the register without challenge by the state of
South Carolina. By anal ogy, opposer also points to

registrations that contain the letters US, to denonstrate

" “Qther insignia’ is a catchall provision of Section 2(b).

Though sone of applicant’s argunments in support of allowing this
claimto proceed note that the letters SC are used on flags or in
seal s associated with the state of South Carolina, we do not
believe applicant is claimng, or could claim that the typed
letters alone constitute a flag or coat of arns, i.e., the two
specific types of indicia of governmental authority (of a state
or of the United States) that are prohibited fromregistration by
Section 2(b).

17
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that those letters alone do not constitute an insignia of
the United States, in contrast to the flag, seals, and ot her
such synbol s.

Appl i cant seeks either to have opposer’s subm ssions
di sregarded as inproperly submtted or discounted as
unwort hy of very nmuch probative weight. The follow ng
passage from applicant’s supplenental brief in response to
opposer’s constructive notion for sunmary judgnment aptly
summari zes applicant’s position:

[D] espite [opposer’s] failure to carry its burden
of pr oof for a summary judgnent not i on,
[applicant] has submtted contrary evidence to
clearly establish the existence of a factual
di spute. The letters “SC’ have been adopted as an
insignia or flag of the state of South Carolina.
Specifically, Exhibits 5, 9, 11, 13, 14, 15, 16,
and 17 submitted herewith denpbnstrate that the
letters *“SC appeared on flags, wuniforns, and
weaponry throughout the [sic] South Carolina’s
history. Further, at various tinmes throughout its
hi story, the state of South Carolina has utilized
the letters “SC’ as part of the state' s seal.
(See Exhibit 14). Finally, official institutions
of the state of South Carolina have adopted and
currently use the letters “SC’ in connection with
the work of the governnment of South Carolina.
(See Exhibits 3-9, 11, and 13-17). As a result of
its multiple evidentiary subm ssions, Sout h
Carolina has created a factual issue as to whether
the letters “SC’ forman insignia for the state of
South Carolina. (ltalics and wunderscoring by
applicant.)

W agree with applicant that our case | aw prohibits
opposer fromintroducing third-party registrations nmerely by
list. However, opposer has introduced reprints of the

information regarding these registrations froman Ofice

18
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dat abase, which is an acceptable nmeans for nmaking the
regi strations of record. As the noving party on the notion
for summary judgnent, opposer nust show that there is no
genui ne dispute as to any material fact and that it is
entitled to judgnent as a matter of |aw. Opposer, having
i ntroduced eleven third-party registrations for the letters
SC al one and havi ng denonstrated that rel evant case | aw
interpreting the “other insignia” provision of Section 2(b)
does not recognize initials per se as official insignia of a
governnment, has shifted the burden of persuasion to
applicant. Though applicant has made nuch nmaterial of
record, it has failed to show that there is a genui ne issue
of material fact for trial and that opposer is not entitled
to judgnment under the applicable |aw dism ssing the Section
2(b) claim

The Board has held that Section 2(b) protection of
“other insignia” of the United States “is restricted in its
application to insignia of the sane general class as ‘the
flag or coats of arns’ of the United States.” In re United
States Departnent of the Interior, 142 USPQ 506, 507 (TTAB
1964). “The term ‘national insignia,’” as used in [15 U S. C
81052(b)], is restricted to the official synbols of a
governnment.” Vuitton et Fils S.A v. J. Young Enterprises,
Inc. et al., 212 USPQ 85, 89 (9th Gr. 1981). 1In a case

involving initials, the Board held that “the initials of the

19
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Mari ne Corps...cannot be construed as an ‘other insignia of
the United States’ under Section 2(b) of the Lanham Act.

The letters *USMC are nothing like a flag or coat of arns.
These types of insignia are pictorial in nature, they can be
descri bed, but cannot be pronounced.” U S. Navy v. U S
Manuf acturing Co., 2 USPQ2d 1254, 1256 (TTAB 1987). Al so,
the Board has held that a “conposite mark consisting of

el ements and synbols indicative of and used by the United
States Postal Service...may not be regarded as an insignia of
the United States Governnent, and, thereby, be refused

regi stration under Section 2(b) of the Statute..” 1In re
Brunberger Co., Inc., 200 USPQ 475, 477 (TTAB 1978).

Wil e the case | aw we have referenced deals wth the
question of what qualifies as “other insignia” of the United
States, we find these precedents illustrative of what w |
qualify as an “other insignia” of a state governnent. Thus,
the initials of the state of South Carolina would not be
considered an official insignia of the state. It is
insufficient to establish that the initials are used by the
U S. Postal Service to direct mail to the state; each state
establishes its own official synbols, seals, flags, and
“other insignia,” not the Postal Service or any other agency
of the United States government. Likewise, it is
insufficient to establish that the letters SC nmay be an

el ement in designs, synbols or seals that could be

20
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considered “other insignia,” so that the letters al one m ght
be considered “indicative’” of the state. Wile opposer has
shown that the initials SC per se have been regi stered by
entities other than the state of South Carolina, applicant
has not pointed to any countervailing evidence that creates
a genui ne issue of fact about whether the state of South
Carolina has enacted any | aw, or taken any action, to assert
that SCis one of the state’s official synbols or insignia.
Nor has applicant articul ated any argunent why we shoul d
draw an exception to the case law that holds that initials

are not considered “other insignia” under Section 2(b).

The C ai m Under Section 2(a) of the Statute

Though initials may not be protectible as “other
i nsignia” under Section 2(b) of the Lanham Act, registration
may nonet hel ess be refused if use is deceptive or falsely
suggests a connection to a government or governnment entity.
Conmpare U.S. Navy, supra, with Brunberger, supra. |In the
former, the Section 2(a) claimwas dismssed; in the latter,
it provided the basis for refusal of registration.

There is, however, a threshold problem which neither
party has addressed, and which prevents applicant from
invoking its claimof fal se suggestion of a connection. A
Section 2(a) claimof fal se suggestion of a connection nust
be pressed by the entity with which the challenged nmark is

uni quel y associ ated. See, Heroes Inc. v. Booner Esiason
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Her o’ s Foundation, 43 USPQ2d 1193, 1197 (Dist. D.C. 1997)
(“I'n other words, to raise a claimthat a mark fal sely
suggests a connection with an institution under Section
2(a), the challenger nmust be the institution itself.”).
Accord, Estate of Biro v. Bic Corp., 18 USPQ2d 1382, 1385
(TTAB 1991) (“..a Section 2(a) plaintiff has standi ng by
virtue of who the plaintiff is, that is, the plaintiff’s
personality or ‘person.’”); National Aeronautics and Space
Adm nistration v. Bully H Il Vineyards Inc., 3 USPQRd 1671,
1676 (TTAB 1987) (“Wiile a party’ s interest inits identity
does not depend for its existence on the adoption of and use
of a technical trademark, a party nmust neverthel ess have a
protectible interest in a nane (or its equivalent). \Were a
name cl ained to be appropriated does not point uniquely and

unm stakably to that party’ s personality or ‘persona,’ there

can be no fal se suggestion.”) (enphasis added).

Appl i cant does not claimthat the letters SC fal sely
suggest a connection with applicant’s persona or identity.
Rat her, applicant asserts that the letters SC fal sely
suggest a connection with the state of South Carolina. It
is the state itself that would have to raise such a claim
not an agency thereof.® Accordingly, the Section 2(a) basis

for applicant’s counterclaimalso fails.

8 W acknow edge the decision of our primary review ng court in
Jewel ers Vigilance Conmttee, Inc. v. Ulenberg Corp., 823 F.2d
490, 2 USP@d 2021 (Fed. Cir. 1987), which allowed a nonprofit
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Even if applicant were able to pursue the Section 2(a)
claimbased on its argunent that opposer’s registered mark
fal sely suggests a connection with the state of South
Carolina, we would find that opposer has shown that SC has
been regi stered by nunerous other entities and has,
therefore, shifted the burden to applicant to show that
there is a genuine issue for trial regardi ng whether the
initials SC are uniquely and unm stakably associated with
the state. Further, we would find that applicant has not
establ i shed a genuine issue of fact for trial.

In so ruling, we repeat the foll ow ng passage from an
earlier Board decision involving initials of a governnental
entity:

It seens unreasonable in this day and age where

there is a plethora of governnental agencies and

departnents identified by their initials and a

tendency of commercial organizations to adopt and

use designations conprising the initial letters of

t he vari ous conmponents of their corporate nanes as

trademarks for goods to preclude, in the absence

of a statutory prohibition against any and all use

of an abbreviation or nane used by a particular

gover nient al agency or depart nment, t he

registration of the nanme or a simlar term by a

comer ci al organi zation where, as here, the
circunstances surrounding such use are not

trade association to pursue Section 2(a) and Section 2(d) clains
even though it had no proprietary interest of its own being
asserted. It is unclear fromthat decision, however, what

provi sion of Section 2(a) was at issue. |In footnote 1, which
recites the involved provisions of Section 2 of the Lanham Act,
the only portion of Section 2(a) that is listed is the “immoral,
deceptive, or scandal ous matter” provision. Mreover, we believe
Jewel ers Vigilance is distinguishable on its facts, as that case
i nvol ved an acknow edged “wat chdog” for its industry and the
menbers of the trade association. Applicant is not the

“wat chdog” for the state of South Carolina.
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cal cul at ed or likely to m st akenly cause

purchasers to associate such commercial activities

w th a governnental body.

Federal Bureau of Investigation v. Societe: "M

Bril & Co.", 172 USPQ 310, 315 (TTAB 1971), aff'd,

187 USPQ 685 (D.C.D.C. 1975).

In this regard, we also note that each class of goods
in opposer’s registration is restricted to sale through
“uni versity authorized channels of trade” or “sold at
university-controlled outlets.” Such restrictions tend to
suggest that prospective purchasers of opposer’s SC-branded
goods will likely know they are goods of the University of
Southern California or “Southern Cal.” Applicant has not
establ i shed why, notw thstanding these trade restrictions,
there is an issue for trial about the likelihood that sales
woul d be made in circunstances such that prospective

purchasers woul d unm stakably draw an associ ati on bet ween

opposer’s mark and the state of South Carolina.

Concl usi on

Judgnent is hereby entered in opposer’s favor and
applicant’s counterclaimis dismissed inits entirety.?®
Proceedi ngs are resuned; discovery and trial dates are reset

as foll ows.

° W note, however, that insofar as the counterclaimis based on
a claimof fraud, dismissal is without prejudice to re-filing on
applicant’s third theory for that claim if applicant discovers
specific facts or docunents that woul d support a cl ai mthat
opposer did not use its registered mark in comerce for each item
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THE PERI OD FOR DI SCOVERY TO CLOSE: Novenber 7, 2003

Testinony period for party in
position of plaintiff to close February 5, 2004
(opening thirty days prior thereto)

Testinony period for party in
position of defendant to close April 5, 2004
(opening thirty days prior thereto)

Rebuttal testinony period to cl ose May 20, 2004
(opening fifteen days prior thereto)

In each instance, a copy of the transcript of testinony
together wth copies of docunentary exhibits, nust be served
on the adverse party within 30 days after conpletion of the
taking of testinony. See Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon
request filed as provided by Trademark Rule 2.1 29.

in each class of its registration prior to filing the SQU that
Il ed to i ssuance of opposer’s registration
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